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SYNQOR, INC. V. ARTESYN TECHNOLOGIES, INC.
709 F.3D 1365 (FED. CIR. 2013)
I. INTRODUCTION

SynQor, Inc. v. Artesyn Technologies, Inc. involved patent
infringement claims against manufactures of direct current to
direct current ("DC-DC") power regulators used in industrial
computer systems and servers.' The infringing products were
produced by a number of manufacturers ("Manufacturers")
between 2006 and 2010.2 These products were found to infringe
on a number of SynQor's patents that were filed beginning in 2006
and stemmed from an original patent from 1998.' The United
State District Court for the Eastern District of Texas construed the
various patents, granted SynQor's motions to amend and increase
partial judgment as well as motions for sanctions and assessments
for supplemental damages.' The District court also denied the
infringing manufacturer's motion as a matter of law.
Artesyn Technologies, Inc. (Artesyn) appealed and the case was
reviewed by the Federal Circuit Court of Appeals.6 In a sweeping
legal victory for SynQor, the Federal Circuit affirmed first that
there was substantial evidence to support the jury's findings of
validity and infringement, that the jury instructions properly
informed the jury that actual knowledge was required for induced
infringement claims, that the court appropriately instructed the jury
regarding noninfringing claims, and that there was substantial
evidence for the jury to award damages based on the price erosion
model.' The Federal Circuit next held that the District Court had
properly construed the terms "isolation," "isolating," and
"isolated," had reasonably excluded evidence, and that there was
1. SynQor, Inc. v. Artesyn Techs., Inc., 709 F.3d 1365, 1372 (Fed. Cir.
2013).
2. Id.
3. Id.
4. Id.
5. Id.
6. Id.
7. SynQor, 709 F.3d at 1372.
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no error in allowing SynQor to discuss end-product sales.'
Furthermore, the Federal Circuit held that the District Court was
correct in awarding civil sanctions as well as supplemental and
enhanced damages.9
II. BACKGROUND

SynQor invented a technology for ultra-efficient DC-DC power
converters in 1997 and filed a patent application in 1998, from
which a number of later patents stemmed.'o
The SynQor
technology centered around quasi regulated circuits for voltage
step downs that rely on an isolated stage between the input and the
output stages in conjunction with a regulated stage or stages."
This circuit arrangement significantly increased the efficiency and
lowered operating temperatures.12 It also allowed for smaller
circuit boards with multiple voltage outputs in a single package."
The high efficiency in both power consumption and size of their
products allowed SynQor to gain a substantial amount of market
share. 4 Competitors soon began copying the SynQor design to
meet the demand for the product from companies like Cisco and
other server manufacturers." This led SynQor to bring legal action
against these manufacturers in 2010.6

8. Id.
9. Id.
10. See SynQor, 709 F.3d at 1377; see also About SynQor, SYNQOR,
http://www.synqor.com/company-about-us.html (last visited Oct. 4, 2013).
11. SynQor, 709 F.3d at 1372-73.
12. Id. at 1373.
13. Id.
14. Id. at 1377.
15. Id. at 1377.
16. Don Seiffert, SynQor Wins Appeal in $95M Patent Infringement Suit,
BOSTON
BUSINESS
JOURNAL
(Mar.
15,
2013,
10:39AM
EDT),
http://www.bizjournals.com/bostonblog/techflash/2013/03/synqor-wins-appealin-95m-patent.html.
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III. THE TRIAL

A. A Pluralityof non-isolatingregulationstages
During the trial, Artesyn attacked the validity of SynQor's
patents on many fronts. Artesyn first argued that "a plurality of
non-isolating regulation stages" contained in the '190 Patent, '021
Patent, '702 Patent, and '803 Patent would have been anticipated
at the time of the invention based on a doctoral thesis written by
Dr. Loveday H. Mweene ("Mweene Thesis"), when viewed in
conjunction with a paper written by Bob Mammano.17 Testimony
by SynQor's expert witness Dr. James Dickens as well as Dr.
Mweene stated that the Buck Converter in the Mweene Thesis did
not "disclose use of a non-isolating switching regulator as a pointof-load regulator."" In order for the Manufacturers' anticipation
argument to succeed, it must meet the standard provided in
Connell v. Sears, Roebuck & Co., which states that "[a]nticipation
requires the presence in a single prior art disclosure of all elements
of a claimed invention arranged as in the claim."" This testimony
was used to show that the record contained sufficient evidence for
the jury to find that even if the Buck Converter anticipated the
plurality of non-isolating regulation stages, the Mweene Thesis did
not describe the order of the circuitry needed to render the art
obvious at the time of the invention.2 0
B. UncontrolledRectifiers Are Both Conducting
The '083 Patent requires that the first and second controlled
rectifiers switch on and off alternately. 2' The Mweene Thesis
describes a circuit with plural controlled rectifiers, each in parallel
with an uncontrolled rectifier in which the rectifiers can be turned
on late, and the current being initially carried by one set of

17.
18.
19.
20.
21.

SynQor, 709 F.3d at 1374.
Id. at 1375.
Connell v. Sears, Roebuck & Co., 722 F.2d 1542, 1548 (Fed. Cir. 1983).
SynQor, 709 F.3d at 1375.
Id. at 1376.
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rectifiers is then switched to their anti-parallel diodes.22 Testimony
by Dr. Dickens explained that the circuit in the Mweene Thesis
would be "impossible" in practice because current cannot be
carried through both pathways simultaneously.23 This testimony
was used to conclude that the record sufficiently supported the
jury's findings.2 4
C. Claim 9 of the '034 Patent
Artesyn alleged that Claim 9 of the '034 Patent would have been
anticipated or obvious at the time of the invention based on a 1995
article by Douglas Arduini ("Arduini").2 5 Claim 9 has two parts in
which Artesyn tried to show as obvious at the time of the
invention. The first part of the claim described the circuit as a
"DC-DC converter system compromising isolation/semi-regulation
circuitry with an output of 'about 12 volts."' 26 The second part of
the claim described the next part of the DC-DC circuit as "'a
plurality of non-isolating switching regulators' whose outputs 'are
of voltage levels to drive circuitry."'27 The manufacturers further
argued that the '034 Patent should not be allowed a priority date
earlier than its filing which would then make it anticipated by an
article written by Seiya Abe in 2005.28
The Arduini article details a modular universal DC-DC
converter system that can be assembled in various ways to obtain
the desired voltage. 9 The article provides a specific example of a
system that includes "a plurality of non-isolating linear
regulators."3 ' However Claim 9 of the '034 Patent requires
Patent Inventor and SynQor founder Dr.
switching regulators.
Martin F. Schlecht testified that at the time Aduini was written, it
22.
23.
24.
25.
26.
27.
28.
29.
30.
31.

Id.
Id.
Id.
Id.
SynQor, 709 F.3d at 1376.
Id.
Id.
Id.
Id. (emphasis in original).
Id. (emphasis in original).
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would have been known that switching from linear to switching
regulators would have been the most efficient choice of
regulators.32
Testimony of both SynQor's expert Dr. Dickens and Artesyn's
expert Dr. Mercer agreed that Aduini gave numerous possible
configurations for a wide variety of possible options."
No
evidence was given that Aduini required assembly of a circuit in
the way required by Claim 9 of the '034 Patent. SynQor however,
introduced substantial evidence of non-obviousness that included
sales data, industry recognition, skepticism from competitors and
experts, and testimony from both SynQor and Artesyn's expert
witnesses.34 Federal Circuit affirmed that the record supported the
jury's findings that Claim 9 of the '034 Patent was not invalid as
anticipated or obvious, which then put an end to any controversy
stemming from the teachings of Aduini."
The Federal Circuit, using the standard for claims entitled for a
prior filing date of a prior application set forth in Ariad
Pharmaceuticals,Inc. v. Eli Lilly & Co., which requires "the
disclosure of the application relied upon reasonably conveys to
those skilled in the art that the inventor had possession of the
claimed subject matter as of the filing date," 6 held that the
Manufacturers failed to prove that Claim 9 of the '034 lacked this
entitlement. The link between the '190 Patent and the '034 Patent
is based on the following part of the '190 Patent;
When the regulation stage precedes the isolation
stage, it is not necessary to sense the isolated output
to control the regulation. An alternative approach is
to sense the voltage on the primary side of the
isolation stage, which may eliminate the need for

32.
33.
34.
35.
36.
2010).

SynQor, 709 F.3d at 1376.
Id.
Id. at 1377.
Id.
Ariad Pharm., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir.
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secondary side circuitry and the need to bridge the
feedback control signal across the isolation barrier.3 7

The Manufacturers alleged that Claim 9 of the '034 Patent is not
entitled to the priority date of the '190 Patent because the '190
Patent requires regulation that precedes the isolation stage and the
'034 Patent requires regulation following the isolation stage.
SynQor's experts countered the Manufacturers' claim by stating
that the '190 Patent taught the use of semi-regulation in the
isolation stage, and that this configuration can be used multiple
times or in multiple places within the entire regulation circuit. 39
The jury found that Claim 9 of the '034 Patent was entitled to the
prior filing date and the Appeals Court affirmed that there was
substantial evidence to support such finding.40
D. Isolation,Isolating,and Isolated
Artesyn argued that the construction of the terms "isolation,"
"isolation," and "isolated" should be construed so as to require
isolation between "any two points" rather than "the absence of an
electric path permitting the flow of DC current (other than a de
minimus amount) between an input and an output of a particular
stage, component, or circuit." 41 Construction of terms "'are
generally given their ordinary and customary meaning'... that
[theyJ would have to a person of ordinary skill in the art in
question at the time of the invention."4 2 The Federal Circuit held
that the District Court's construction of the contested terms was
proper.43 Furthermore Artesyn's own witnesses testified that
construction of the terms in the ways campaigned by their counsel
would lead the entire circuit to be non-isolating when connected to

37. SynQor, 709 F.3d. at 1377 (emphasis in original).
38. Id (emphasis added).
39. Id at 1377-78.
40. Id. at 1378.
41. Id. at 1378.
42. Id. (quoting Phillips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir.
2005)).
43. SynQor, 709 F.3d at 1378.
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a common ground, and that this would make the invention
something else altogether."
E. Liabilityfor Induced or ContributoryInfringement
"Liability for induced or contributory infringement requires. . .
"'knowledge that the induced acts constitute patent infringement,"'
including in part or actual "'knowledge of the existence of the
patent that is infringed."' 45 The Federal Circuit reviews jury
instructions in their entirety in light of the whole record including
the context of what happened at trial. 46 Artesyn argued that the
jury instructions allowed the jury to mistakenly arrive at a guilty
verdict when the defendants lacked actual knowledge of the
patents. 47 The District Court gave the following jury instructions:
The Plaintiff must show that the Defendants
actually intended to cause the acts that constitute
direct infringement and that the Defendants knew or
should have known that its actions would induce
actual infringement. A Defendant also cannot be
liable for inducing infringement if it had no reason
to be aware of the existence of the patent.48
Review of the entire record by the Federal Circuit found that
there was substantial evidence that the jury was aware that induced
infringement required actual knowledge of the patents.4 ' Evidence
of actual knowledge arrived in various ways. The jury found that
each of the Manufacturers had either SynQor products or data
sheets marked with earlier patents and some Manufacturers even
testified that they had been monitoring SynQor's patents." The

44. Id
45. Id. at 1379 (quoting Global-Tech Appliances, Inc. v. SEB S.A., 131 S.
Ct. 2060, 2068 (2011)).
46. Id. at 1379.
47. Id. at 1379.
48. Id.
49. SynQor, 709 F.3d at 1380.
50. Id.
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Federal Circuit affirmed that there was sufficient evidence to
support the jury's findings.'
F. Reexamination Evidence
Artesyn argued that the District Court erred in excluding
evidence that the USPTO had granted reexamination requests for
the patents in suit.52 The District Court reasoned that because the
reexaminations were not complete at the time of the trial, allowing
such evidence would be more prejudicial than probative." The
Appeals Court concluded that there was no abuse of discretion by
the District Court in not admitting this evidence.5 4
G. PriceErosion andReasonable Royalty Evidence
The Manufacturers argued that the jury's award was excessive
because the record did not support damages based on the price
erosion model." The burden to show entitlement to price erosion
damages lies on SynQor to show "but for" cause that if it not been
for the lower prices of infringing products driving the market price
down, SynQor would have been able to sell their product for a
higher price.5 6 This model must also take into account alternative
noninfringing products. However, the record showed that some of
the Manufactures' witnesses' testimony stated that some
consumers would not have switched to alternative products if
SynQor would have been able to raise its prices." Based on this,
the Court of Appeals concluded that the jury had reasonable
evidence to support its finding."

51.
52.
53.
54.
55.
56.
57.
58.

Id.
Id.
Id.
Id.
SynQor, 709 F.3d at 1381.
Id.
Id.
Id. at 1382.
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H. "Cisco Awards " Evidence

The Manufacturers argued that the District Court erred by not
admitting evidence that Cisco had awarded some of the
Manufacturers the right to develop fully regulated converters that
would be able to replace the SynQor unites with no
modifications." Technical specifications for these replacement
converters were delivered on the eve of the trial.60 The District
Court determined that SynQor would have been prejudiced by this
evidence because there was insufficient time for them to discover
the availability and performance characteristics of the
replacements.'
Evidence also showed that these replacement
products were not available at the time of the trial to be considered
as a noninfringing alternative.62 The Court of Appeals found no
error in the District Court's exclusion of the Cisco Awards.
I. Jury Instruction on NoninfringingAlternatives
The Manufacturers contested that the jury instructions were
erroneous because they inferred that they must actually be sold on
the market during the period of infringement.'
The jury
instruction, however, only required that "substitutes were available
from suppliers."65 The record showed that the jury was aware that
noninfringing alternatives were available from suppliers at the
time of the infringement. 66 Due to evidence in the record, the
Appeals Court found no error in the jury instructions. 7
J. Entire Market Value Evidence
Artesyn argued that it was entitled to a new trial on damages
59.
60.
61.
62.
63.
64.
65.
66.
67.

Id.
Id
SynQor, 709 F.3d at 1382.
Id.
Id. at 1383.
Id.
Id at 1383.
See id at 1381.
SynQor, 709 F.3d at 1381.

Published by Digital Commons@DePaul, 2016

9

DePaul Journal of Art, Technology & Intellectual Property Law, Vol. 24, Iss. 2 [2016], Art. 9

486

DEPAUL J. ART, TECH. & IP LAW [Vol. XXIV:477

because the admission of testimony by SynQor stating that the
end-product sales of $20 billion greatly "skew[ed] the damages
The Federal Circuit concluded that
horizon for the jury."68
SynQor's discussion of end-product sales did not skew the jury's
award, but was used "only to argue the price elasticity of demand
for the intermediate bus converters would be high because they
enable space saving and efficiency while representing a small
fraction of the end price." 69
IV. DAMAGES
In a post-trial hearing, the District Court found that each of the
Manufacturers had actively induced or infringed after the verdict,
finding that the Manufacturers continued to sell the infringing
products overseas with knowledge that the end products would end
up in the United States.70 The District Court calculated damages
by the model adopted by the jury, and further enhanced damages
by 1.75 for the "egregiousness" of the Manufacturers' conduct.7 '
A. Supplemental Damages
The Manufacturers declared that they were entitled to a new jury
trial for supplemental damages. 72 Following precedent set forth in
Finjan, Inc., v. Secure Computing Corp., the Federal Circuit
determined that a new jury trial is not required for every factual
matter arising out of a post-verdict hearing by relying on Finjan
and 35 U.S.C. § 284."
Defendants Artesyn Technologies, Inc., Astec America, Inc.
("Astec") and Bel Fuse, Inc.("Bel") argued that the District Court
was in error in finding them guilty of induced infringement after
the verdict.74 Astec continued to sell infringing products to
68. Id.
69. Id.
70. Id. at 1384.
71. Id.
72. Id.
73. Finjan, Inc. v. Secure Computing Corp., 626 F.3d 1197, 1212-13 (Fed.
Cir. 2010).
74. SynQor, 709 F.3d at 1384.
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customers after the verdict for those customers that needed the
products to fulfill outstanding orders.7
Astec entered into
indemnification agreements with its customers, and in doing so
only shifted the financial responsibility from itself to Astec's
customers.76
Bel entered into a "non-importation agreement" with its sole
customer to prevent infringing converters from entering the United
States." However, examination of the agreement showed that both
parties expected continued sales of the products until a permanent
injunction became effective.7 ' The Appeals Court determined that
Astec and Bel had no intention to stop shipping the infringing
products, and that the indemnification and non-importation
agreements were nothing but shallow attempts to avoid liability.79
B. EnhancedDamages
The Manufacturers argued that the District Court's enhanced
damage multiplier of 1.75 for the post-verdict damages was in
error because SynQor did not seek willfulness during the trial."
The Appeals Court found that the District Court's enhanced
damages were proper under 35 U.S.C. § 284, finding no reason to
prevent the District Court from enhancing the damages for postverdict awards based on the SynQor's choice to not pursue
willfulness pre-verdict."
C. Supplemental Damages andSanctions Against Delta
Delta disputes the awarding of $507,779 in sanctions for not
disclosing the sale of 17,000 power converters pre-verdict.82 Delta
argues that the non-importation agreement with Cisco for these
converters put the converters outside the scope of pretrial
75.
76.
77.
78.
79.
80.
81.
82.

Id.
Id.
Id. at 1384-85.
Id. at 1385.
Id...
SynQor, 709 F.3d at 1385.
Id.
Id. at 1386.
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discovery and not subject to damages." The District Court found
and the Appeals Court affirmed that SynQor was severely
prejudiced by the non-disclosure of these sales because the
damages award model was based on the total sales of the
Manufacturers, regardless of non-importation sales agreements.8 4
The District Court further sanctioned Delta with $500,000 in civil
contempt sanctions plus attorney's fees and costs to "'compensate
SynQor for losses sustained due to Delta's discovery violations,
including prejudgment interest.'"" The Federal Circuit held that
the sanctions were in proportion with the actual harm done to
SynQor and that the District Court had not abused its discretion in
sanctioning Delta.8 6
V. LEGAL ANALYSIS

SynQor touches upon many facets of patent law. The Appeals
Court examined the entire record of the lower court only to affirm
everything it had done." In doing so, the Court of Appeals
traversed anticipation, obviousness, term construction, proper jury
instructions, evidence exclusions, noninfringing alternatives,
actual knowledge by the defendants, enhanced damages, postverdict damages, and sanctions."
Although there has been
precedent in the Federal Circuit for most of these issues from
recent years, SynQor seems to simply unify more recent strings of
precedent into one single case for future reference."
83. Id.
84. Id.
85. Id.
86. SynQor, 709 F.3d at 1386.
87. See generally SynQor, 709 F.3d 1365 (Fed. Cir. 2013).
88. See generally id
89. See generally SynQor, 709 F.3d 1365 (Fed. Cir. 2013); see generally
Versata Software, Inc. v. SAP America, Inc., 717 F.3d 1255 (Fed. Cir. 2013);
see generally Ericsson Inc. v. D-Link Systems, Inc., No. 6:10-CV-473, 2013
WL 4046225 (E.D. Tex. Aug. 6, 2013); see generally E.I. Du Pont De Nemours
& Co. v. Heraeus Precious Metals North America Conshohocken LLC, No. CV
11 -773-SLR, 2013 WL 4047648 (D. Del. Aug. 8, 2013); see generally Promega
Corp. v. Applied Biosystems, LLC, No. 13-CV-2333, 2013 WL 2898260 (N.D.
Ill. June 12, 2013); see generally EMG Technology, LLC v. Chrysler Group,
LLC, No. 6:12CV259, 2013 WL 3502072 (E.D. Tex. July 11, 2013); see
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Artesyn pressed the issue of anticipation on multiple issues, but
the Appeals Court was quick to point out when they had not
asserted the issue of obviousness.90 The Appeals court was also
quick to point out a lack of persuasion for entitlement to a jury for
Compounding this with the
matters of enhanced damages."
behavior of the Manufacturers during the trial and the issuance of
civil sanctions, it seems that the Court was not amused or
impressed with the defense team.
A. FutureImplications
Perhaps the most interesting part of the case is the analysis of
SynQor's statements about end-product sales. If future courts
follow the SynQor holding, which some already have, then injured
parties will be able to bring into evidence the market value for
final products for an entire industry that used their parts or
products.92 This court treads a fine line between market value for
the calculation of damages, and market value when taken in a
different context. Lower courts will have to tread carefully along
this line to assure that this topic it allowed to help convey a point
other than for the construction of damages. In the case of SynQor,
that line was used to determine the elasticity of the product's price
based on demand." This testimony furthered the notion that
SynQor's inherent advantages within the market place meant that
customers would still pay a premium price for SynQor's product
over noninfringing alternatives that do not offer the same
advantages.
SynQor enjoyed technological superiority over its competitors
that only a few other products have in recent history. The power
generally Clearline Technologies Ltd. v. Cooper B-Line, Inc., No. CIV.A.H-l 11420, 2013 WL 2422581 (S.D. Tex. June 3, 2013); see generally Morpho
Detection, Inc. v. Smiths Detection, Inc., No. 2:11CV498, 2013 WL 3730088
(E.D. Va. July 11, 2013). All of these cases cite SynQor for any number of the
reasons given above.
90. SynQor, 709 F.3d at 1376.
91. Id. at 1385.
92. See generally Versata Software, 717 F.3d 1255 (Fed. Cir. 2013); see
generally Ericsson, Inc., 2013 WL 4046225 (E.D. Tex. Aug. 6, 2013)
93. SynQor, 709 F.3d at 1381.
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converters in controversy were years ahead of their competitors.
This technological advantage allowed SynQor to maintain a higher
price because the demand. Many of the products that enjoy this
level of price comfort is due to demand. End consumer demand is
typically founded in well-funded advertising based on style. High
fashion products, handbags, shoes, and new car models are
examples of this. However, demand based on style is often short
lived because it does not take much effort for another product to
come to market that equally captures the wide eyes of public.
Technological demand is different all together. Products that
have this type of demand can usually retain their place in the
market for many years after their introduction. It is not until
competitors can obtain similar levels of performance that prices
and demand decrease.94 Perhaps the best known example of a
consumer product that enjoyed this type of demand would be the
Toyota Prius."
VI. CONCLUSION

The differences between style based and technological based
demand for products that have protected technologies should not
Many of the products that enjoy
be lost by the courts.
technological demand soon gain style based demand because being
seen with these products become valuable in the public eye.
Companies-lth have been quick to capitalize on these early

94. It should be noted that prices will also decrease as a product of
economies of scale and increased efficiencies in production. However if a
company's product was still in demand, there may be no incentive to lower
prices as productions costs decreased.
95. As the first successful hybrid passenger vehicle, the Toyota Prius offered
substantially higher fuel mileage over similar sized cars. The Prius was offered
in the U.S. in 2000 and it took three years for other global vehicle
manufacturers, Honda, to introduce a hybrid in their vehicle line up in the US.
A year later, Ford and General Motors introduced their first hybrids in the U.S.,
but none of the other manufacturers obtained the success Toyota did with the
Prius.
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technological advances are Apple,96 Motorola and Nokia,9 7 and
once again, Toyota. However, to correctly determine damages
based on an entire market share model, differentiation between
style based and technological based demand. Patents are meant to
protect inventions, not successful advertising campaigns. An
inflated market value due to style based demand is not the proper
way to determine damages. Allowing testimony of the kind that
was allowed in SynQor, although properly done so, can lead to
exaggerated damages in the future.
Mike Hornback*

96. Apple's introduction of the iPod, iPhone, and iPad were truly innovative
products that enjoyed commercial success for many years before competition
slowly ate away at market share.
97. Motorola and Nokia both achieved dominating market share with
products that were technologically superior to the competition and the resulting
success became symbols of status for the "Razor" and "1100" series cell phones
respectively.
* J.D. Candidate 2015, DePaul University College of Law; B.S. in Finance
2003, DePaul University. I would like to thank Professor Josh Sarnoff for his
guidance, his input has been invaluable; I would also like to thank the editors
that helped refine this project, I could never have done it without them.
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